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Remarks 

Claims 1-15, inclusive, are under consideration. 

The Specification is amended to indicate that U.S. Serial No. 08/986,016 is 

abandoned. 

Claims 1-3, 5, 6, 9 and 10 are amended to obviate rejections under 35 U.S.C. 
112, second paragraph. 

The rejection of claims 12 and 13 under 35 U.S.C. 112, first paragraph, is not 
warranted, and is hereby traversed. The LM 609 antibody is indeed the same as that recited in 
the claims, and the specification is amended. Hybridoma HB 9537 has been deposited with 
the ATCC under the provisions of the Budapest Treaty and accepted on September 15, 1987. 
A copy of ATCC Form BP 5/9 and a copy of a further conmiunication from ATCC are 
attached hereto as Appendix A. 

The rejection of claims 1-11, 14 and 15 under 35 U.S.C. 103(a) as unpatentable 
over Hoogenbloom et al. in view of Adair et al. is not warranted, and is hereby traversed. 

As recognized by the Examiner, Hoogenbloom et al. do not specifically teach 
that mouse CDR's may be grafted onto the light chain or the heavy chain of human variable 
domains. Nor does Hoogenbloom et al. suggest to one of ordinary skill that this should be 
done. 

The Examiner's contention that Adair teaches that "... CDR3 of either the light 
or heavy chain may be flanked with human framework regions 3 and 4" is mere speculation. 
Adair et al. provide no motivation for one of ordinary skill to do so. As a matter of fact, Adair 
et al. teach away from the claimed invention inasmuch as Adair et al. report failure of CDR 
grafting alone. See, for example, col. 25, lines 35-50. Such report of failure clearly could not 
have provided the requisite motivation, nor reasonable expectation of success, to one of 
ordinary skill in the art. 

It must also be kept in mind that Hoogenbloom et al. do not teach or suggest 
the grafting of CDR loops into both heavy and light chains as presently claimed. Adair et al. 
do not cure such deficiencies of Hoogenbloom et al. as a reference against the present claims 
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even if, arguendo, the teachings of Hoogenbloom et al. are somehow deemed to be 
combinable with those of Adair et al. Withdrawal of this rejection is believed to be in order. 

The rejection of claims 12 and 13 under 35 U.S.C. 103(a) as unpatentable over 
Hoogenbloom et al. in view of Adair et al. and Brooks et al. is traversed as well. 

The Examiner notes that neither Hoogenbloom et al. nor Adair et al. 
specifically disclose humanization of the LM 609 antibody utilizing phage display libraries. 
Applicants agree. 



Brooks et al., however, do not cure any of the deficiencies of Hoogenbloom 



et al. and Adair et al. as references against these claims. Brooks et al. merely describe the 
properties of a particular monoclonal antibody. Such a description does not provide any 
proper additional support for the attempted rejection, but militates against any modification 
thereof. The Examiner's own unsupported testimony as to what would have been obvious to 
one of ordinary skill cannot support the rejection. 



Prima facie obviousness has not been established. 

The present amendments to the claims and the accompanying discussion are 



believed to dispose of all issues in this case and to place this application in condition for 
allowance. Entry of this amendment and early such action is solicited. 



OLSON & HIERL, LTD. 
20 North Wacker Drive 
36th Floor 

Chicago, Illinois 60606 
(312) 580-1180 



Respectfully submitted, 



October 18, 2004 
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American T^pe Culture Collection 

12301 r»rlil»wn Drive • Rf.ek»4lle. MD 20BS2 USA ♦ Telc}ih».iie: (MI)»Bl-2*00 T«lex: W»-0S5 ATCCNORTH 

■ ftUDAPEST TREATY ON TH F.INTERNATIONAL RECOONmON OF 
THE DEPOSIT OF MICROORGANISMS FOR THE PURPOSES OF PATENT PROCEDURE 

INTERNATIONAL FORM (11 

0) 

RECEIPT IN THF CASE OF AN ORJC.JNAl. DEPOSIT iSSllED PURSUANT TO RULE 7.3 — » 
ANO VIABILITY STATEMENT ISSUED PURSU ANT lO RULE 10.2 ^ 

To: Kftm iBd Addran of Depositor or Attoriwy) ^ 

Sorlpps Clinic and {teoearch Foundation ^ 

10666 North Torrey Pines Road (P 

(.a Jolla. California 92037 r* 

Attention: teyK»nd If. Kahn. Pft.D.. induBtrial lialflon Officer Tl 

Depnitad on Behalf of: Scripps Clinic and fieseerch Foundation 

MentificaUon Reference by Dapoaitor *TO ft«l|n»tl<w 

Hurine hybridoaa IH609 (SCRF 130.o) ^ *37 

The deposit ws accoapanied by: _ a scientific description _ 6 profosed taxonoaic description Indicated above. 

The deposit vas received Seotcaber iS. 1987 by this Internationa! OepoiUjry Authority and has been accepted. 

AT YOUR UQinST: 

X Info" yo" of requeetB for the strain for 30 years. 

He Bill not infori you of requests for the atrain. 

The strain la avBllable to the aclentlfl? public upon request as of 

The strain uiil be aade available if a patent office slgnator; tc the SuJapest Treaty certifies one's rifht to 
receive, or If a U.S. Patent ia issued citing the strain. 

If the culture should die or be destroyed during the effective ten of the deposit, it shall be your responsibility 
to replace it uith a llvins culture of the saae. 

The strain Mill be aaintelned for a period of at least 30 years after tns date of deposit, and for a period of at 
least five years after the aost recent request for a sasple. The United States and aany other countries are 
signatory to the Budapest Treaty. 

The viability of the culture cited above uas tested fepteaber ib. i9B?. on that date, the culture uas viable. 

Intflrnatldnal Depoaltory Authority: Aaerican Type Culture Collection, SoskvlUe, «D 20852 USA 

Slmature of paraon havlni authority to repraaent aTCC: . C^^CorA — — 

(rifs.) Boboie A. Branoon, Head, Patent Depository 

Date: Septeaber 18, 1987 

cc; Eduaid P. Caason. Ph.D. ^^^^ BP^^/S^ 
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A ^^or, - BEST AVAILABLE COP^ 

Amencan 

Type Culture 
Collection 

I230I Paiklawn Drive. Rodwille. Maryland 20852-1 776 USA 

SINCE ,«5.AMMDEreNDENT.NOT.roE-PROFIT0RCANlZfcTON OEVOTOl TO THE PRESERVATION AND OBTBIBU 

August 17. 1995 
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Thomas Fitting 

The Scripps Research Institute 
10666 North Torrey Pines Road 
La Jolla, CA 92037 

RE: ATCC HB 9537 (0105P) 
Dear Mr. Fitting: 

TTi resTDonse to your letter of August 10, 1995, ATCC HB 9537 was 
dSposf^JS with the ATCC under the Budapest Treaty on Septeinber 15, 

1987. 

TO answer your inquiry regarding provisions for recision of a 

Sis term? you cannot remove the biological from deposit,, at the 
ATCC nS can you convert from Budapest deposit to ^?^-BY^JP^J^ 
deposi? The Budapest Treaty rules of deposit are quxte clear on 
this matter. 

If you have any further questions, please do not hesitate to 
contact me. I hope I have been of some assistance. 



truly yours. 




lette L. Bade 
director, Patent Depository 
kTCC Patent Counsel 



ALB/pgo 
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AFFIUATtD ORGANIZATIONS Bio«,.m*i~ ««d Mo.Ofl«lar Bloiooy • M»or.M« Soc.oly lor Cu BIolOBV 
Nonenti t^«m*v 9l Bawent' Pn»rm«c-uvicai RosoftnrT. ono v.«nufoeiMroro of Am>r»c» soeiot^iorLOynocinB uHHPgy ^ 



Telephone: (301) 881-2600 • Telefax: (301) 816-4366 • Teteic ATCCROVE 908-763 



